IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Appl. No. 
Applicant 



10/754,921 



Confirmation No. 7604 



Ronald F. WELCH et al. 



Filed 



January 9, 2004 



Art Unit 



1762 



Examiner 



D.P. Turocy 



Docket No. 



246-99-029RE 1246 



PETITION UNDER 37 C.F.R. §1.47 



BOX AMENDMENT 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Commissioner: 

In accordance with the provisions of 37 C.F.R. 1.47(a), applicant Robert J. 
Saccomanno, through his attorney, hereby petitions to file the above identified application 
without the Declaration of joint inventor Mr. Ronald F. Welch on account of Mr. Welch's 
unavailability to execute a Declaration in the application. 

A Declaration setting out the pertinent facts in accordance with the provision of Rule 
1 .47(a) and the petition fee of $200.00 set forth in 37 C.F.R. 1 . 1 7(g) are enclosed herewith. 

As set forth in the enclosed declarations, diligent attempts were made to contact the 
named inventor and ex-employee of Honeywell International Inc., Mr. Ronald F. Welch, 
concerning this application. Mr. Welch has neither responded to communications nor 
returned a signed declaration. 

Mr. Welch's last known address, as set forth on the declaration, is 
1544 W. Avenue H-ll 
Lancaster, CA 93534 



A Declaration of Mr. David K. Benson, who has first-hand knowledge of the diligent 
efforts and failure to obtain the Declaration of joint inventor Ronald F. Welch, are submitted 
herewith. 

Favorable consideration of the present petition is respectfully requested. 

Respectfully submitted, 
INGRASSIA FISHER & LORENZ 



Dated: March 6, 2007 /DAVID K. BENSON/ 

David K. Benson 
Reg. No. 42,314 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Appl. No. 
Applicant 



10/754,921 



Confirmation No. 7604 



Ronald F. WELCH et al. 



Filed 



January 9, 2004 



Art Unit 



1762 



Examiner 



D.P. Turocy 



Docket No. 



246-99-029RE 1246 



DECLARATION OF DAVID K, BENSON 



I, David K. Benson, declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment or both, under Section 1000 of Title 
18 of the United States Code and that such willful false statements may jeopardize the 
validity of the application and of any patent issuing therefrom. 

1) I am an attorney for the law firm of Ingrassia, Fisher & Lorenz, 7150 E. 
Camelback Road, Suite 325, Scottsdale, Arizona 85251 ("IF&L") which acts as outside 
counsel for client Honeywell International Inc. of Morristown, NJ ("Honeywell"). Part of 
my responsibility is to work with our patent paralegals to obtain signatures of Honeywell 
inventors on declarations in Honeywell's patent applications prepared by IF&L. 

2) I learned that Ronald F. Welch, Jr. is no longer an employee and I was copied 
on, and then participated in, a string of email messages (attached hereto as Appendix I) sent 
between November 10, 2006 and February 22, 2007 to and from co-inventor Robert 
Saccomanno, Honeywell counsel Kurt Luther, and Honeywell Paralegal Jenny Larsen 
regarding efforts to obtain Mr. Welch's current mailing address in order to obtain Mr. 
Welch's signature for a combined Declaration and Power of Attorney for a Substitute 
Reissue Oath/Declaration and Power of Attorney by Inventors. 

3) Upon learning that Mr. Welch's newest address is not known, and being of 
the understanding that Mr. Welch had relocated to California upon leaving employment at 
Honeywell, I performed a telephone search of the name "Ron Welch" using the website 



http://people.yahoo.com, and obtained a listing of telephone numbers (attached hereto as 
Appendix II). I called all the telephone numbers that might belong to Mr. Welch, but was 
unable to reach Mr. Welch by telephone or learn of his whereabouts. 

4) On February 22, 2007, I sent a package containing a copy of the combined 
Declaration and Power of Attorney papers to Mr. Welch to his last known address: 1544 W. 
Ave H-l 1, Lancaster, CA 93554 USA via Federal Express. The package was returned to me 
at IF&L on February 27, 2007 indicating that delivery attempts were made, but the package 
was unclaimed (see package return information attached hereto as Appendix III). 

5) I am left to conclude that joint inventor Mr. Welch is unavailable to sign the 
combined Declaration and Power of Attorney for a Substitute Reissue Oath/Declaration and 
Power of Attorney by Inventors. 



Date: March 5, 2007 




David K. Benson 
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David Benson 



From: David Benson 

Sent: Thursday, February 22, 2007 10:47 AM 

To: 'Luther, Kurt' 

Subject: RE: 246-99-029RE 1246 

Kurt, 

We are sending by certified mail the substitute oath/declarations to the inventors' last known addresses, so we 
can make a showing under 1 .47 that we have diligently attempted to obtain their signatures. I hope that this is not 
a sensitive issue for the family of Gary West, as he has probably passed away, if a representative from his family 
does contact us, we will try to work with that person to get a signature on the oath/declaration. 
Thank you, 
David 



David K. Benson 
Registered Patent Attorney 
Ingrassia, Fisher & Lorenz PC 
7150 E. Camelback Road 
Suite 325 

Scottsdale, AZ 85251 

480-385-5060 (work) 
480-385-5061 (fax) 

The information in this message is attorney client privileged, attorney work product and/or confidential and is intended only 
for the use of the individual(s) named above. This message should not be forwarded without permission from the author. If 
this message is received in error or otherwise by someone other than the addressee, please contact the author at the above 
number and return the message or destroy it. Thank you. 



From: Luther, Kurt [mailto:Kurt.Luther@honeywell.com] 
Sent: Friday, February 02, 2007 2:00 PM 
To: David Benson; Larsen, Jenny (NM75) 
Subject: RE: 246-99-029RE 1246 

David - we have not had any luck in finding new contact info. Please proceed with the 1 .47. 

Thanks, 
Kurt 



From: David Benson [mailto:dbenson@ifllaw.com] 
Sent: Friday, February 02, 2007 11:15 AM 
To: Luther, Kurt; Larsen, Jenny (NM75) 
Subject: RE: 246-99-029RE 1246 

Kurt, 

Have you had any luck locating Ron Welch? If not, we should get the 1/47 affidavits for Ron Welch and Gary 
West prepared and filed as soon as possible. 
Best regards, 
David 



2/22/2007 



David K. Benson 
Registered Patent Attorney 
Ingrassia, Fisher & Lorenz PC 
7150 E. Camelback Road 
Suite 325 

Scottsdale, AZ 85251 

480-385-5060 (work) 
480-385-5061 (fax) 

The information in this message is attorney client privileged, attorney work product and/or confidential and is intended only 
for the use of the individual(s) named above. This message should not be forwarded without permission from the author. If 
this message is received in error or otherwise by someone other than the addressee, please contact the author at the above 
number and return the message or destroy it. Thank you. 



From: David Benson 
Sent: Tuesday, January 02, 2007 2:49 PM 
To: 'Luther, Kurt' 
Subject: RE: 246-99-029RE 1246 

Kurt, 

If we need to proceed under section 1 .47 after making reasonable efforts to contact Ron Welch, I agree that we 
should do so. I will wait to find out if you have any other contact information for him. 
Thank you, 
David 



David K. Benson 
Registered Patent Attorney 
Ingrassia, Fisher & Lorenz PC 
7150 E. Camelback Road 
Suite 325 

Scottsdale, AZ 85251 

480-385-5060 (work) 
480-385-5061 (fax) 

The information in this message is attorney client privileged, attorney work product and/or confidential and is intended only 
for the use of the individual(s) named above. This message should not be forwarded without permission from the author. If 
this message is received in error or otherwise by someone other than the addressee, please contact the author at the above 
number and return the message or destroy it. Thank you. 



From: Luther, Kurt [mailto:Kurt.Luther@honeywell.com] 

Sent: Tuesday, January 02, 2007 8:59 AM 

To: David Benson 

Subject: RE: 246-99-029RE 1246 

David - I will check with our HR department to see if we have any new information. If not, can we proceed 
under 37 CFR 1 .47 for the reissue declaration? 

Thanks, 
Kurt 



From: David Benson [mailto:dbenson@ifllaw.com] 
Sent: Thursday, December 28, 2006 3:22 PM 



2/22/2007 
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To: Larsen, Jenny (NM75); Luther, Kurt 
Subject: RE: 246-99-029RE 1246 



Kurt, 

We have tried to reach Ron Welch, but have not had any success. His address on the original Declaration is in 
Horseheads, NY, although from our file it appears a more recent address for Mr. Welch was 1544 W. Ave H-1 1, 
Lancaster, CA 93534. It appears that Mr. Welch is not at either of these addresses any longer. If you have any 
forwarding information for Mr. Welch, will you please let us know so we can forward the reissue declaration to him 
for signature? 
Thank you, 
David 



David K. Benson 
Registered Patent Attorney 
Ingrassia, Fisher & Lorenz PC 
7150 E. Camelback Road 
Suite 325 

Scottsdale, AZ 85251 

480-385-5060 (work) 
480-385-5061 (fax) 

The information in this message is attorney client privileged, attorney work product and/or confidential and is intended only 
for the use of the individual(s) named above. This message should not be forwarded without permission from the author. If 
this message is received in error or otherwise by someone other than the addressee, please contact the author at the above 
number and return the message or destroy it. Thank you. 



From: Cheryl Cantore 

Sent: Friday, November 10, 2006 2:08 PM 

To: David Benson 

Subject: FW: 246-99-029RE 1246 

FYI 



From: Larsen, Jenny (NM75) [mailto:jenny.larsen@honeywell.com] 

Sent: Friday, November 10, 2006 12:21 PM 

To: Luther, Kurt; Saccomanno, Robert J. 

Cc: Cheryl Cantore 

Subject: RE: 246-99-029RE 1246 

Unfortunately I sent a letter to Mr. West's last know address yesterday...! seemed to recall an inventor had passed 
away but was unable to locate any kind of email from Jim to confirm who it was so that I would trouble the family 
with a fex ex letter. 



From: Luther, Kurt 

Sent: Friday, November 10, 2006 11:45 AM 
To: Saccomanno, Robert J.; Larsen, Jenny (NM75) 
Cc: \xantore@ifllaw.com' 
Subject: RE: 246-99-029RE 1246 

Bob - Yes, please sign and return to Cheryl. 

Cheryl - please note Bob's comments below and let us know if you have not been able to contact Ron Welch. 



2/22/2007 
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Thanks, 
Kurt 



From: Saccomanno, Robert J. 

Sent: Friday, November 10, 2006 10:50 AM 

To: Larsen, Jenny (NM75) 

Cc: Luther, Kurt; ccantore@ifIlaw.com 

Subject: 246-99-029RE 1246 

Jenny, 

I received your FED-Ex'ed letter a few minutes ago 

I believe one of the inventors, Gary West, died a year-or-so ago (according to Jim Falk, who tried to track him 
down several months ago). 

I am unsure where Ron Welch is now; last I heard I he was applying for a gov't job at Edwards AFB in California. 

Should I still sign ? 

Bob 
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